REMARKS 

1. Restriction Requirement 

Applicant appreciates the Examiner's acknowledgement of Applicant's election of Group I 
and affirms the same. 

2. Objection to Specification 

The Examiner noted the specification contained a typo and the specification has been 
amended accordingly rendering the objection moot. 

3. Rejection of Claims 18-29 under 35 U.S.C. 112, second paragraph 

The Examiner has rejected claims 18-29 under 35 U.S.C. 1 12, second paragraph, for the 
reasons of record. 

In response to the Examiner's argument, and in order to expedite allowance of claims. 
Applicant has amended claim 1 8. Such amendment is made without prejudice or disclaimer of the 
subject matter therein and solely in order to expedite prosecution and allowance of the claims. In 
light of the aforementioned amendment, Applicant respectfully requests withdrawal of the rejection 
of claims 18-29 under 35 U.S.C 112, second paragraph. 

4. Rejection of Claims 32 and 34 under 35 U.S.C. 112, second paragraph 

The Examiner has rejected claims 32 and 34 under 35 U.S.C. 1 12. second paragraph for the 
reasons of record. 

Claims 32 and 34 have been cancelled without prejudice or disclaimer of the subject matter 
therein in order to expedite prosecution and allowance of the claims. Applicant reserves all rights to 
file one or more divisional applications directed to these claims at a later date. 

As such, the Examiner's rejection as to these claims is moot and Applicant respectfully 
requests that it be withdrawn. 
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5. Rejection of Claims 18 and 26-27 under 35 U.S.C. 102(b) 



The Examiner has rejected claims 18 and 26-27 under 35 U.S.C, 102(b) as unpatentable over 
Pinkel et al. for the reasons of record. 

Applicant respectfully traverses this rejection. Applicant asserts Pinkel et al. describes a 
method in which equal binding of the sample and the standard to the binding agent produces a 
detectable signal. In contrast, the methodology described by the rejected claims produces a 
detectable signal due to non-equal binding of the sample and the standard to the binding agent. 
Accordingly, the reference does not teach each and every element of the claimed invention, as 
required to make a proper rejection under 35 USC 102(b). See Hybritech, Inc. v. Monoclonal 
Antibodies, Inc., 802 F.2d 1367 (Fed. Cir. 1986). 

Moreover, Pinkel et al teaches away from the use of different amounts of test and sample 
elements and teaches that equal amounts of test and sample elements are required. Also, Pinkel et al 
teaches away from the use of size, number or fluorescence for multiplexing and teaches the use of 
only fluorescence intensity for detection. Finally, Pinkel et al does not teach the use of multiple 
internal controls for fluorescence level testing. 

If an independent claim is found to be allowable in an application, all of the claims 
depending therefrom are allowable as well. Claims 26 and 27 depend from claim 18 and therefore, 
in view of the foregoing arguments in this response, they are also allowable for the same reasons that 
independent claim 1 8 is allowable. 

In view of the foregoing, Applicant respectfully requests withdrawal of the Examiner's 
rejection of claims 18 and 26-27 under 35 U.S.C. 102(b). 

6. Rejection of Claims 18 and 26-28 under 35 U.S.C. 103(a) 

The Examiner has rejected claims 18 and 26-28 under 35 U.S.C. 103(a) as being 
unpatentable over Pinkel et al. for the reasons of record. Applicant respectfully traverses this 
rejection. 

Initially, Applicant would like to point out that in order for an Examiner to establish a prima 
facie case of obviousness, the Examiner must show that each and every one of the claim limitations 
was suggested or taught by the prior art being relied upon. In re Royka, 490 F.2d 981, 180 USPQ 
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580 (CCPA 1974). "All words in a claim must be considered in judging the patentability of that 
claim against the prior art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 
When an independent claim is deemed nonobvious under 35 USC 103, then all claims depending 
therefrom are nonobvious as well. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed Cir. 1988). 

Applicant respectfully submits that the Examiner has not overcome this burden. Specifically, 
all of the claims that were rejected by the Examiner recite non-equal binding of the sample and the 
standard to the binding agent. Pinkel et al. does not teach the presence of non-equal binding of the 
sample and the standard to the binding agent. Accordingly, the Examiner has not overcome the 
aforementioned burden since each and every one of the claim limitations of the instant invention 
were not taught or suggested by Pinkel et al. 

To establish a prima facie case of obviousness under 35 U.S.C. 103(a), the Examiner must 
show the proposed modification of the prior art must have had a reasonable expectation of success, 
determined from the vantage point of the skilled artisan at the time the invention was made. Amgen, 
Inc. v. Chugai Pharm. Co., 927 F.2d 1200, 1209 (Fed. Cir. 1991). In Amgen, the Court explained 
that while the idea may have been "obvious to try," many pitfalls existed that would have eliminated 
a reasonable expectation of success. 

Applicant submits that the Examiner has not met this burden. In the instant case, one of 
ordinary skill in the art would have no reasonable expectation of success in modifying Pinkel et al to 
achieve the teachings of the instant invention. Specifically, Pinkel et al does not teach the presence 
of non-equal binding of the sample and the standard to the binding agent. Also, Pinkel et al does not 
teach the use of size, number or fluorescence for multiplexing nor do they teach the use of multiple 
internal controls for fluorescence level testing. Moreover, Applicant asserts the teachings of Pinkel 
et al require equal amounts of test and samples whereas in the present invention, this is not 
necessary. In applying Amgen to the instant case, due to the many pitfalls that exist and deficiencies 
of Pinkel et al compared to the instant invention, one of ordinary skill in the art would not have a 
reasonable expectation of success in modifying this reference as proposed by the Examiner to 
achieve the instant invention. 

If an independent claim is found to be allowable in an application, all of the claims 
depending therefrom are allowable as well. Claims 26-28 depend from claim 18 and therefore, in 
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view of the foregoing arguments in this response, they are also allowable for the same reasons that 
independent claim 18 is allowable. 

As such, Applicant respectfully requests that the Examiner withdraw the rejection of claims 
1 8 and 26-28 under 35 U.S.C. 103(a). 

7. Rejection of Claims 18-21, 23-24 and 26-28 under 35 U.S.C. 103(a) 

The Examiner has rejected claims 18-21, 23-24 and 26-28 under 35 U.S.C. 103(a) as being 
unpatentable over Pinkel et al as applied above, and further in view of Mohammed for the reasons of 
record. Applicant respectfully traverses this rejection. 

Initially, Applicant would like to point out that in order for an Examiner to establish a prima 
facie case of obviousness, the Examiner must show that each and every one of the claim limitations 
was suggested or taught by the prior art being relied upon. In re Royka, 490 F.2d 981, 180 USPQ 
580 (CCPA 1974). "All words in a claim must be considered in judging the patentability of that 
claim against the prior art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 
When an independent claim is deemed nonobvious under 35 USC 103, then all claims depending 
therefrom are nonobvious as well. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed Cir. 1988). 

Applicant respectfully submits that this burden has not been met. The present invention 
discloses the creation of a detectable signal due to non-equal binding of the sample and the standard 
to the binding agent. As Applicant has previously pointed out in its response to the rejections above, 
there are many other aspects of the present invention Pinkel does not teach. 

Applicant asserts the aforementioned deficiencies were not taught or suggested by 
Mohammed et al. Thus, Applicant respectfully submits that the prior art references do not teach or 
suggest all the limitations of the claims. 

Also, to establish a prima facie case of obviousness under 35 U.S.C. 103(a), the Examiner 
must show the proposed modification or combination of the prior art must have had a reasonable 
expectation of success, determined from the vantage point of the skilled artisan at the time the 
invention was made. Amgen, Inc. v. Chugai Pharm, Co., 927 F.2d 1200, 1209 (Fed. Cir. 1991). In 
Amgen, the Court explained that while the idea may have been "obvious to try," many pitfalls 
existed that would have eliminated a reasonable expectation of success. 
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Applicant submits that the Examiner has not met this burden. In the instant case, one of 
ordinary skill in the art would have no reasonable expectation of success in combining Pinkel et al 
with Mohammed et al to achieve the teachings of the instant invention. Specifically. Pinkel et al 
does not teach the presence of non-equal binding of the sample and the standard to the binding agent. 
Also, Pinkel et al does not teach the use of size, number or fluorescence for multiplexing nor does it 
teach the use of multiple internal controls for fluorescence level testing. Moreover. Applicant asserts 
that Pinkel et al requires equal amounts of test and samples whereas in the present invention, this is 
not necessary. Further, Applicant asserts the aforementioned deficiencies are not taught or 
suggested by Mohammed et al. In applying Amgen to the instant case, due to the many pitfalls that 
exist, one of ordinary skill in the art would not have a reasonable expectation of success in 
combining an embryo as taught by Mohammed et al with the disclosure of Pinkel et al to achieve the 
instant invention. 

If an independent claim is found to be allowable in an application, all of the claims 
depending therefrom are allowable as well. Claims 19-21, 23-24 and 26-28 depend from claim 18 
and therefore, in view of the foregoing arguments in this response, they are also allowable for the 
same reasons that independent claim 1 8 is allowable. 

Thus, Applicant respectfully requests withdrawal of the rejection of claims 18-21, 23-24 and 
26-28 under 35 U.S.C. 103(a). 

8. Rejection of Claims 18-22. 23-24, 26-28 and 34 under 35 U.S.C. 103(a) 

The Examiner has rejected claims 18-22. 23-24, 26-28 and 34 under 35 U.S.C. 103(a) as 
being unpatentable over Pinkel et al and Mohammed as applied above, and further in view of Ibanez 
for the reasons of record. Applicant respectfully traverses this rejection. 

As previously asserted by Applicant, in order for an Examiner to establish a prima facie case 
of obviousness, the Examiner must show that each and every one of the claim limitations was 
suggested or taught by the prior art being relied upon. In re Royka, 490 F.2d 981. 180 USPQ 580 
(CCPA 1974). "All words in a claim must be considered in judging the patentability of that claim 
against the prior art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). When 
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an independent claim is deemed nonobvious under 35 USC 103, then all claims depending therefrom 
are nonobvious as well. In re Fine. 837 F.2d 1071, 5 USPQ2d 1596 (Fed Cir. 1988). 

Applicant respectfully submits that this burden has not been met. The present invention 
discloses the creation of a detectable signal due to non-equal binding of the sample and the standard 
to the binding agent. As Applicant has previously pointed out in its response to the rejections above, 
there are also many other aspects of the present invention Pinkel does not teach. 

Applicant asserts the aforementioned deficiencies were not taught or suggested by 
Mohammed et al., even in view of Ibanez Thus, Applicant respectfully submits that the prior art 
references do not teach or suggest all the limitations of the claims. 

Additionally, to establish a prima facie case of obviousness under 35 U.S.C. 103(a), the 
Examiner must show that the proposed modification or combination of the prior art must have had a 
reasonable expectation of success, determined from the vantage point of the skilled artisan at the 
time the invention was made. Amgen, Inc. v. Chugai Pharm. Co., 927 F.2d 1200, 1209 (Fed. Cir. 
1991). In Amgen, the Court explained that while the idea may have been "obvious to try." many 
pitfalls existed that would have eliminated a reasonable expectation of success. 

Applicant submits thai the Examiner has also not met this burden. In the instant case, one of 
ordinary skill in the art would have no reasonable expectation of success in combining Pinkel et al 
with Mohammed et al to achieve the teachings of the instant invention. Specifically, Pinkel et al 
does not teach the presence of non-equal binding of the sample and the standard to the binding agent. 
Also, Pinkel et al does not teach the use of size, number or fluorescence for multiplexing nor does it 
teach the use of multiple internal controls for fluorescence level testing. Moreover, Applicant asserts 
the teachings of Pinkel et al require equal amounts of test and samples whereas in the present 
invention, this is not necessary. Further, Applicant asserts the aforementioned deficiencies are not 
taught or suggested by Mohammed et al., even in view of Ibanez. In applying Amgen to the instant 
case, due to the many pitfalls that exist, one of ordinary skill in the art would not have a reasonable 
expectation of success in combining the teachings of Pinkel et al with Mohammed et al and Ibanez et 
al to achieve the instant invention. 

Furthermore, to establish a prima facie case of obviousness under 35 U.S.C. 103(a), the 
Examiner must show that the prior art relied upon contains some suggestion that would have 
motivated the skilled artisan to modify a reference or to combine references. Karsten Mfg. Corp. v. 
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Cleveland Gulf Co., 242 F.3d 1376 (Fed. Cir. 2001), Applicant asserts there would be no motivation 
to combine the teachings Ibanez et al with that of Pinkel et al and Mohammed et al. As previously 
stated, one of ordinary skill would have no expectation of success in combining Pinkel and 
Mohammed due to the aforementioned pitfalls and thus no motivation to combine the teachings 
related to cattle and sheep of Ibanez since they do not overcome the pitfalls. 

If an independent claim is found to be allowable in an application, all of the claims 
depending therefrom are allowable as well. Claims 19-22, 23-24, 26-28 and 34 depend from claim 
1 8 and therefore, in view of the foregoing arguments in this response, they are also allowable for the 
same reasons that independent claim 18 is allowable. 

As such, Applicant respectfully requests withdrawal of the rejection of Claims 18-22, 23-24, 
26-28 and 34 under 35 U.S.C. 103(a). 

9. Rejection of Claims 18-21 and 23-28 under 35 U.S.C. 103(a) 

The Examiner has rejected claims 18-21 and 23-28 under 35 U.S.C. 103(a) as being 
unpatentable over Pinkel et al and Mohammed et al as applied above, and in light of Gvakharia. 
Applicant respectfully traverses this rejection. 

Initially, Applicant would like to point out that in order for an Examiner to establish a prima 
facie case of obviousness, the Examiner must show that each and every one of the claim limitations 
was suggested or taught by the prior art being relied upon. In re Royka, 490 F.2d 981. 180 USPQ 
580 (CCPA 1974). "All words in a claim must be considered in judging the patentability of that 
claim against the prior art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 
When an independent claim is deemed nonobvious under 35 USC 103, then all claims depending 
therefrom are nonobvious as well. In re Fine, 837 F.2d 1071, 5 USPQ2d 1 596 (Fed Cir. 1988). 

Applicant respectfully submits that this burden has not been met. The present invention 
discloses the creation of a detectable signal due to non-equal binding of the sample and the standard 
to the binding agent. As Applicant has previously pointed out in its response to the rejections above, 
there are also many other aspects of the present invention Pinkel does not teach. 
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Applicant respectfully asserts the aforementioned deficiencies are not taught or suggested by 
Mohammed et al or Gvakharia et al. Thus, Applicant respectfully submits that the prior art 
references do not teach or suggest all the limitations of the claims. 

Furthermore, to establish a prima facie case of obviousness under 35 U.S.C. 103(a), the 
Examiner must show that the proposed modification or combination of the prior art must have had a 
reasonable expectation of success, determined from the vantage point of the skilled artisan at the 
time the invention was made. Amgen, Inc. v. Chugai Pharm. Co., 927 F.2d 1200, 1209 (Fed. Cir. 
1991). In Amgen, the Court explained that while the idea may have been "obvious to try," many 
pitfalls existed that would have eliminated a reasonable expectation of success. 

Applicant asserts the Examiner has not met this burden. In the instant case, one of ordinary 
skill in the art would have no reasonable expectation of success in combining Pinkel et al with 
Mohammed et al to achieve the teachings of the instant invention. Specifically, Pinkel et al does not 
teach the presence of non-equal binding of the sample and the standard to the binding agent. 
Moreover, Pinkel et al does not teach the use of size, number or fluorescence for multiplexing nor 
does it teach the use of multiple internal controls for fluorescence level testing. Also, Applicant 
asserts the teachings of Pinkel et al require equal amounts of test and samples whereas in the present 
invention, this is not necessary. Further, Applicant respectfully asserts the aforementioned 
deficiencies are not taught or suggested by Mohammed et al or by Gvakharia et al. The Examiner 
has cited Gvakharia to argue that it discloses an embryo sample originating from a blastomere. In 
applying Amgen to the instant case, due to the many pitfalls that exist, one of ordinary skill in the art 
would not have a reasonable expectation of success in combining Mohammed et al with Pinkel et al 
and further combining that with a blastomere as taught by Gvakharia et al to achieve the instant 
invention. Applicant submits that none of the aforementioned pitfalls can reasonably be expected to 
be overcome by the addition of a blastomere. 

Furthermore, to establish a prima facie case of obviousness under 35 U.S.C. 103(a), the 
Examiner must show that the prior art relied upon contains some suggestion that would have 
motivated the skilled artisan to modify a reference or to combine references. Karsten Mfg. Corp. v. 
Cleveland Gulf Co., 242 F.3d 1376 (Fed. Cir. 2001). In light of the foregoing paragraph and 
analysis, there would be no motivation to combine the teachings Gvakharia et al with that of Pinkel 
et al and Mohammed et al. As previously stated, one of ordinary skill would have no expectation of 
success in combining Pinkel and Mohammed due to the many pitfalls and thus no motivation to 
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combine the teaching related to blastomeres of Gvakharia since they do not overcome any of the 
aforementioned pitfalls. 

If an independent claim is found to be allowable in an application, all of the claims 
depending therefrom are allowable as well. Claims 19-21 and 23-28 depend from claim 18 and 
therefore, in view of the foregoing arguments in this response, they are also allowable for the same 
reasons that independent claim 1 8 is allowable. 

As such, Applicant respectfully requests withdrawal of the rejection of Claims 18-21 and 23- 
28 under 35 U.S.C. 103(a). 

10. Rejection of Claims 18 and 26-29 under 35 U.S.C. 103(a) 

The Examiner has rejected claims 18 and 26-29 under 35 U.S.C. 103(a) as being 
unpatentable over Pinkel et al as applied above and in further view of Bitner. Applicant respectfully 
traverses this rejection. 

Initially, Applicant would like to point out that in order for an Examiner to establish a prima 
facie case of obviousness, the Examiner must show that each and every one of the claim limitations 
was suggested or taught by the prior art being relied upon. In re Royka, 490 F.2d 981, 180 USPQ 
580 (CCPA 1974). "All words in a claim must be considered in judging the patentability of that 
claim against the prior art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 
When an independent claim is deemed nonobvious under 35 USC 103, then all claims depending 
therefrom are nonobvious as well. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed Cir. 1988). 

Applicant respectfully submits that this burden has not been met. The present invention 
discloses the creation of a detectable signal due to non-equal binding of the sample and the standard 
to the binding agent. As Applicant has previously pointed out in its response to the rejections above, 
there are also many other aspects of the present invention Pinkel does not teach. 

Also, to establish a prima facie case of obviousness under 35 U.S.C. 103(a), the Examiner 
must show that the proposed modification of the prior art must have had a reasonable expectation of 
success, determined from the vantage point of the skilled artisan at the time the invention was made. 
Amgen. Inc. v. Chugai Pharm. Co., 927 F.2d 1200. 1209 (Fed. Cir. 1991). InAmgen, the Court 
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explained that while the idea may have been "obvious to try," many pitfalls existed that would have 
eliminated a reasonable expectation of success. 

Applicant submits that the Examiner has not met this burden. In the instant case, one of 
ordinary skill in the art would have no reasonable expectation of success in modifying Pinkel et al to 
achieve the teachings of the instant invention. Specifically, Pinkel et al does not teach the presence 
of non-equal binding of the sample and the standard to the binding agent. Also, Pinkel et al does not 
teach the use of size, number or fluorescence for multiplexing nor does it teach the use of multiple 
internal controls for fluorescence level testing. Moreover, Applicant respectfully asserts the 
teachings of Pinkel et al require equal amounts of test and samples whereas in the present invention, 
this is not necessary. In applying Amgen to the instant case, due to the many pitfalls that exist and 
deficiencies of Pinkel et al compared to the instant invention, one of ordinary skill in the art would 
not have a reasonable expectation of success in modifying this reference as proposed by the 
Examiner to achieve the instant invention. 

Further, Applicant respectfully asserts combining Bitner et al with Pinkel et al would not 
make the resulting invention capable of overcoming any of the aforementioned pitfalls. Even if the 
silanized silica microparticles of Bitner were combined with Pinkel, one of ordinary skill would not 
have any expectation of success in achieving the instant invention due to the fact, among others, that 
neither reference teaches or suggests the presence of non-equal binding or the use of unequal 
amounts of test and samples. 

If an independent claim is found to be allowable in an application, all of the claims 
depending therefrom are allowable as well. Claims 26-29 depend from claim 18 and therefore, in 
view of the foregoing arguments in this response, they are also allowable for the same reasons that 
independent claim 18 is allowable. 

As such, Applicant respectfully requests withdrawal of the rejection of Claims 1 8 and 26-29 
under 35 U.S.C. 103(a). 
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In view of the foregoing, Applicant respectfully contends that all claims are in a condition for 
allowance, if the Examiner notes any further matters which would be expedited by a telephonic 
interview, he or she is requested tc call Dr. Jennifer M. McCallum at the telephone number listed 
below, 



Respectfully submitted, 




GcCallum, Ph.D., Esq. 
Reg. No. 5j/92 
The Mcdrflum Law t ; irm. P.C. 
P.O. Box 929 
Erie, CO 80516 
Facsimile: (303) 828-2938 
Telephone: (303) 828-0655 



August 14. 2007 
Date 
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